REMARKS/ARGUMENTS 



Claims 7-14 remain pending in this case after election with traverse and claims 7, 8, 10, 
12, 13 and 14 have been amended herein. Claims 15-20 and 23-27 are withdrawn from 
consideration pending rejoinder. Amendments to withdrawn claims 15, 16, 17, 20, 23 and 24, 
related to rejoinder, as discussed with the Examiner, are indicated in the listing of claims 
included herein. Claims 33-37 are new. Claims 1-6, 21-22 and 28-32 are canceled. 

Interview Summary 

On July 6, 2005 attomeys Fairman and Leeck conducted a telephonic interview with 
Examiner Moore in order to discuss the outstanding objections/rejections in this case. The 
Examiner clarified his objections to the claims identified as groups 1, 3, 4, 5 and 6 with regard to 
non-elected subject matter. Related, but unelected groups 3 and 4 (claims 15 and 16-20 and 23- 
27) were discussed with respect to amendments necessary to allow rejoinder of the claims upon 
allowance of the elected subject matter. Claim rejections under § 101 were discussed in with 
respect to non-statutory subject matter. Enablement and written description rejections were also 
discussed in view of the recited host cell or organism. Claim amendments were proposed by 
Applicants' representatives in order to remove outstanding rejections including anticipatory 
objections in view of the EST of Cordonnier-Pratt et al., having the EST database Accession No. 
BE362190. Finally, the Examiner articulated objections to formal requirements including 
removal of computer executable code in the specification and providing an amended sequence 
listing. 
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Restriction Requirement 

Responsive to the Restriction Requirement Applicants elect, with traverse. Group 2, 
claims 7-14. 

Restriction is only proper if the claims of the restricted groups are either independent or 
patentably distinct (MPEP 803). The burden of proof is on the Office to provide reasons and/or 
examples to support any conclusions in regard to patentable distinctness. Although Applicants 
take no position in regard to the patentable distinctness of the claims identified as Groups 1-6, 
Applicants respectfully traverse the restriction requirement on the grounds that the Examiner has 
not carried his burden of providing any reasons and/or examples for concluding that the claims 
of the restricted groups are distinct. 

Further, Applicants reserve their right as articulated by the Federal Circuit in In Re 
Ochiai and In re Brouwer to seek rejoinder of claims not elected when those claims relate to a 
process of making or using nonobvious products in accordance with the provisions of MPEP § 
821 .04. Therefore, upon allowance of the elected claims, Applicants request a review of the 
Restriction Requirement and rejoinder of the withdrawn claims. 

Requirement of Sequence Listing 

The Examiner objected to the lack of inclusion, in the sequence Hsting, of the primers 
included in Table 2 (pg. 64). An amended sequence listing and amended Table 2 are hereby 
attached in compliance with the Examiner's request. A computer readable form (CRF) 
containing the amended sequence listing accompanies this paper on a diskette along with an 
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appropriate statement identifying the CRF as identical in content to the amended written 
sequence listing contained in amended Table 2. 

Specificatioii Objections 

The Office has objected to the inclusion of computer executable code within the text of 
the specification. Amendments to the specification are made herein and such computer 
executable code has been removed. No new matter has been added by way of the amendments. 

Claim Rejections 

Claim Rejections 35 USC § 101 

Claims 12-14 stand rejected under 35 USC § 101 because the claimed invention is 
allegedly directed to non-statutory subject matter. Specifically, the Office states that the phrase 
[transformed] organism may read on a transformed human. Claims 12-14 stand amended and 
now recite: "a transformed prokaryotic or eukaryotic host cell or cell line", substantially as 
suggested by the Examiner. Support for these amendments is recited in the specification in the 
passage spanning pages 41-46. Thus, groimds for the rejection have been traversed and 
withdrawal of the rejection is respectfiiUy requested. 

Claim Rejections 35 USC § 112 

Claim 7 and claims 1 1-14, depending therefi-om, stand rejected under 35 USC 112, first 
paragraph, as allegedly containing subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the inventors, at the 
time the application was filed, had possession of the claimed invention. Specifically, the Office 
objects to claim 7, clause (c) in view of the definition of the term "stringency". 



17 



Claim 7, clause (c), currently stands amended to specifically recite the conditions of 
stringency described on page 30 of the specification. In addition, claim 7 has also been 
amended, as suggested by the Examiner, to recite a functional limitation of a polypeptide 
encoded by the nucleotide sequence. No new matter has been added. In light of the amendments 
to the claims AppHcants respectfully submit that the rejection is overcome. Withdrawal of the 
rejection is now requested. 

Claim 7, and claims 8-14, depending therefi-om, stand rejected under 35 U.S.C. 1 12, first 
paragraph because the Office finds that the specification is not enabling for any embodiment of a 
polynucleotide encoding a generic biosynthesis regulatory polypeptide having an amino acid 
sequence that diverges from the amino acid sequence set forth in SEQ ID NO 3. Specifically, 
the Office states that clause (c) of claim 7 contemplates polynucleotides having nucleic acid 
sequences that encode generic metabolite biosynthesis regulatory polypeptides. 

Applicants respectfully submit that, in view the current amendments added to Claim 7, 
reciting specific conditions of stringency and functional limitations of a specific host cell thereby 
transformed that is capable of increased secondary metabolite synthesis, the rejection is now 
overcome. Support for these amendments is found on pages 30 and 50-5 1 . No new matter has 
been added. Withdrawal of the rejection is now respectfully requested. 

Claims 12-14 are rejected under 35 U.S.C. § 1 12, first paragraph, because the Office 
finds that the specification is not enabling for a generic transgenic multicellular organism. 

Claims 12-14 currently stand amended and now recite that the transformed host is a 
prokaryotic or eukaryotic cell or cell line. Support for these amendments is found on pages 41- 
47. Further, claim 7, from which claims 12-14 depend, has been amended to add the limitation 
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that expression of the nucleotide sequence in an ascomycete would result in the production of at 
least one secondary metabolite. No new matter has been added. The applicants, therefore, 
submit that the grounds for rejection have been overcome. Withdrawal of the rejection is 
respectfully requested. 

Claims 7-14 are rejected under 35 U.S.C. § 1 12 as being indefinite for failing to 
particularly point out and distinctly claim the subject matter of the invention because of the 
recited term in claim 7, clause (c) "under stringent conditions". Claim 7, clause (c) now stands 
amended and specifically recites the conditions of stringency as stated in the specification on 
page 31. No new matter has been added. Applicants, therefore, submit that the grounds for 
rejection have been overcome. Withdrawal of the rejection is respectfiiUy requested. 

Claim Rejections 35 U.S.C. § 102 

Claims 7 and 12 are rejected as being anticipated by the EST of Cordonnier-Pratt et al., 
2000, havmg the EST DATABASE Accession No BE362190. 

Claim 7, and claim 12 depending therefi"om, have been amended to recite particular 
conditions of stringency and the fimctional limitations of production when the nucleotide 
sequence is expressed in an ascomycetes host cell. Applicants respectfiiUy submit that Claim 7 
and Claim 12 can no longer be anticipated by an EST. No new matter has been added. 
Applicants submit grounds for the rejection have been overcome. Withdrawal of the rejection is 
now respectfiiUy requested. 

New Claims 33-37 

Claims 33-37 are newly added. Direct support for each of these claims is found 
throughout the specification. Specifically, a discussion of vector/host systems, subject of claims 
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33-35, is found in the specification at pages 41-46. Further, the indicated passage discusses the 
use of inducible promoters so as to result in an increase in transcription and translation of the 
coding sequence, as recited in claim 33. In addition, examples of the use of such vectors, 
illustrating the increase in transcription is found in the examples and figures, including figs 3, 7- 
9 found on pages 69-70. Claim 34, recites the use of the cell lines described in specification at 
pages 41-46 as hosts for the expression vector containing the laeA insert. Claim 35, recites the 
use of a cell or cell line of the class ascomycetes as a host for the vector containing the laeA 
insert. Direct support for this claim is foimd throughout the specification and particularly in the 
examples at pages 69 et seq. Further, these passages describe the use of expression vectors, 
having inducible promoters, to overexpress the laeA gene allowing identification of the 
expressed secondary metabolite (LOV) shown in Fig, 3e as recited in claim 36. Claim 37, recites 
the use of probes, at least 15 nucleotides in length to hybridize to putative laeA genes when used 
on a microarray. Direct support for this claim is found on pages 24 and 51-53. No new matter 
has been added. Claim 41 recites the use of the above techniques to hybridize, express and 
identify amino acids that encode a methyltransferase. No new matter has been added. 



CONCLUSION 

In light of the amendments and arguments presented herein, AppUcants respectfiiUy 
request reconsideration and a timely Notice of Allowance to follow in this case. Further, 
Applicants submit that upon allowance of the elected claims the related unelected claims are 
ready for rejoinder. Applicant requests that the Examiner telephone the undersigned in the event 
a telephone discussion would be helpfiil in advancing the prosecution of the present case. The 
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Commissioner is authorized to charge any additional fees or underpayment of fees regarding this 
response, including extensions for reply or extra claim fees, to Deposit Account 07-1509. 



Respectfully submitted, 
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